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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 4, 6, 8, 11 and 13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Regarding claims 4, 6, 8, 1 1 and 13, the phrase "preferably", "more preferably", 
or "most preferably" renders the claim indefinite because it is unclear whether the 
limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). For purposes of examination, the phrases "preferably", "more preferably", 
or "most preferably" will be omitted. Appropriate correction is required. 

2. Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
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narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 1 1 recites the 
broad recitation from 0.05 to 0.3, and the claim also recites from 0.1 to 0.2 which is the 
narrower statement of the range/limitation. For purposes of examination, the examiner 
interprets the ranges to be claimed in the alternative format (see rejection of claim 1 1 
below). Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Berge et al. (6369654) in view of Shenderov (6565727). 
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Re claim 1 , Berge et al. teaches for example in fig. 1 , an electrowetting module 
comprising a cavity (1 2), containing at least a first body of a first fluid (1 1 ) and a second 
body of a second fluid (13), the two bodies being separated by an interface (A, B), and 
means (16, 17) for exerting a force on at least one of the bodies to change the position 
and/or shape of the interface (col. 4, In. 14-15), characterized in that at least one of the 
fluids comprises a liquid (1 1,13), the liquid comprising a compound containing 
molecules in the liquid phase (col. 6, In. 52-55). 

But, Berge et al. fails to explicitly teach molecules having a zero dipole moment. 
However, Berge et al. teaches for example, varying the liquid constituents (col. 
6, In. 52-55). Furthermore, the applicant relies on inherent chemical properties of 
compounds disclosed in Table 1 of the instant application. Within the same field of 
endeavor of electrowetting, Shenderov teaches for example, providing benzene (col. 4, 
In. 14). Furthermore, the examiner interprets benzene to provide a zero dipole moment, 
since a zero dipole moment is an inherent chemical property of benzene, and therefore 
teaches the claimed limitation. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teachings of Berge et al. with the teachings 
of Shenderov in order to provide a rapid manipulation of small isolated volumes of 
fluids, as taught by Shenderov (col. 1, In. 14-15). 

Re claim 2, Shenderov further teaches for example, the liquid comprises a 
compound containing symmetric molecules (benzene; col. 4, In. 14). 


Application/Control Number: 10/555,263 
Art Unit: 2873 


Page 5 


Re claim 3, Berge et al. further teaches for example in fig. 1 , the compound is at 
least one of an organic compound and a silicon-based compound, being symmetrically 
substituted (col. 6, In. 52-55). 

Re claims 4-8, supra claim 3. 

But, Berge et al. in view of Shenderov fail to explicitly teach the claimed chemical 
compound structure limitations. 

However, Berge et al. teaches for example, varying the liquid constituents (col. 6, 
In. 52-55). Furthermore, the applicant relies on inherent chemical properties of 
compounds disclosed in Table 1 of the instant application. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
vary the liquids to include chemical compound structure limitations, since the various 
chemicals are known equivalents in the art and the selection of any of these known 
equivalents would be within the level of ordinary skill in the art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teachings of Berge et al. in view of 
Shenderov in order to reduce manufacturing costs based on availability of equivalent 
chemical compounds. 

Re claim 9, Berge et al. further teaches for example in fig. 1 , an optical 
component, the first and said second fluid body having different refractive indices, 
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wherein the compound added to the liquid has a refractive index difference increasing 
effect (col. 7, In. 3-5). 

Re claim 10, Berge et al. further teaches for example in fig. 1 , the first fluid body 
is electrically conducting and/or polar, and the second fluid body is electrically non- 
conducting, the module being provided with means for exerting an electric force to 
change the position and/or shape of the meniscus-shaped interface (abstract). 

Re claim 1 1 , Berge et al. further teaches for example in fig. 1 , the difference in 
refractive index is from 0.05 to 0.3, or from 0.1 to 0.2; the refractive index of said 
second, non-conducting body, which comprises a liquid comprising a compound 
containing symmetric molecules and having zero dipole moment in the liquid phase, 
being larger than 1 .4, or larger than 1 .45, or larger than 1 .50, or larger than 1 .55 (col. 7, 
In. 3-5). 

Re claim 12, Berge et al. further teaches for example in fig. 1 , said first and said 
second fluid bodies show a similar density (wherein the examiner interprets the density 
of 11 and 13 to be similar). 

Reclaim 13, supra claim 12. Berge et al. further teaches for example in fig. 1, 
the second fluid body comprises a liquid (13), comprising a compound containing 
molecules in the liquid phase (col. 6, In. 52-55). 
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But, Berge et al. fails to explicitly teach molecules having a zero dipole moment , 
and a density larger than 1 .0 g/cm3, or larger than 1 .05 g/cm3, or larger than 1 .50 
g/cm3. 

However, Berge et al. teaches for example, varying the liquid constituents (col. 
6, In. 52-55). Furthermore, the applicant relies on inherent chemical properties of 
compounds disclosed in Table 1 of the instant application. Within the same field of 
endeavor of electrowetting, Shenderov teaches for example, providing benzene (col. 4, 
In. 14). Furthermore, the examiner interprets benzene to provide a zero dipole moment 
and a density larger than 1 .0 g/cm3, since a zero dipole moment and density are 
inherent chemical properties of benzene, and therefore teaches the claimed limitation. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teachings of Berge et al. with the teachings 
of Shenderov in order to provide a rapid manipulation of small isolated volumes of 
fluids, as taught by Shenderov (col. 1 , In. 14-15). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph P. Martinez whose telephone number is 571- 
272-2335. The examiner can normally be reached on M-F 7:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Mack can be reached on 571-272-2333. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 


Application/Control Number: 10/555,263 Page 8 

Art Unit: 2873 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Joseph Martinez/ 

Patent Examiner, AU 2873 

9-17-08 


